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INTRODUCTION

The Intellectual Property Institute of Canada (IPIC) is the professional association of patent
agents, trademark agents and lawyers practicing in all areas of intellectual property law. Our
membership totals over 1800 individuals, consisting of practitioners in law firms and agencies
of all sizes, sole practitioners, in-house corporate intellectual property professionals,
government personnel, and academics. Our members’ clients include virtually all Canadian
businesses, universities and other institutions that have an interest in intellectual property (e.g.,
patents, trademarks, copyrights, and industrial designs) in Canada or elsewhere, as well as
foreign companies that hold intellectual property rights in Canada.

IPIC is pleased to respond to the request by the Canadian Intellectual Property Office (CIPO) for
comments concerning paragraph 9(1)(j) of the Trademarks Act, R.S.C. 1985, c. T-13. This provision
states:

9(1) No person shall adopt in connection with a business, as a trademark or otherwise, any mark
consisting of, or so nearly resembling as to be likely to be mistaken for, ...

1] any scandalous, obscene or immoral word or device; ...

Constitution Square - 360 rue Albert Street, Suite 550, Ottawa, Ontario K1R7X7 | 613.234.0516 | ipic.ca



ISSUE 1

What is the current situation in Canada?
This question will be examined by considering Canadian case law and current CIPO guidelines.

Canadian case law

There is a paucity of Canadian case law concerning paragraph 9(1)(j). The leading case is a
decision of the Trademark Opposition Board which held that MISS NUDE UNIVERSE was not
scandalous, obscene or immoral.! The Hearing Officer made the following comments in his
decision, which was rendered in 1991:

| must say that at present we live in what is commonly called a “permissive age”
where previously accepted moral standards are undergoing change. The difficulty is
to determine what are the acceptable standards today and what would still be
considered immoral, scandalous, or obscene by some people by no means few in
number. 2

Other reported decisions considering the scope of paragraph 9(1)(j) have also concluded against
finding that a specific mark is scandalous, obscene or immoral. However, these results have often
been based upon lack of evidence that a sufficient number of people would be offended by the
mark in issue,? or have hinged upon other unrelated grounds.*

1 Miiss Universe Inc. v. Bohna (1991), 36 C.P.R. (3d) 76 (Opp. Bd.); aff'd (1992), 43 C.P.R. (3d) 462 (Fed. T.D.); rev’d
on other grounds (1994), 58 C.P.R. (3d) 381 (Fed. C.A.)

2(1991), 36 C.P.R. (3d) 76 at p. 82

3 See for example Ontario Lottery Corp. v. Arkay Marketing Associates Inc. (1993), 47 C.P.R. (3d) 398 (Opp. Bd.) and
Drolet v. Stiftung Gralsbotschaft (2009), 85 C.P.R. (4%) 1 (Fed. Ct.)

4 See for example Canadian Jewish Congress v. Chosen People Ministries Inc. (2011), 98 C.P.R. (4t") 45 (Opp. Bd.)
and B’nai Brith Canada v. Chosen People Ministries Inc. (2011), 98 C.P.R. (4™) 30 (Opp. Bd.). See also Susan Fiedler

Inc. v. Cohen (2014), 130 C.P.R. (4t") 181 (Fed. Ct.) in which a design mark for F CANCER was successfully 3
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There is thus very little in the way of judicial guidance in Canada on the interpretation of
paragraph 9(1)(j).

CIPO Trademarks Examination Manual

Section 4.7.6 of the Trademarks Examination Manual provides guidance to examiners on what
factors to consider in raising an objection pursuant to paragraph 9(1)(j) of the Trademarks Act.
This section of the Manual is reproduced as Appendix A to these comments. For ease of
reference, the most cogent portion which sets out the guidelines for examiners to consider is set
out below.

In examining a trademark in respect of paragraph 9(1)(j) examiners may be guided by the
following:

e A scandalous word or design is one which is offensive to the public or individual
sense of propriety or morality, or is a slur on nationality and is generally regarded
as offensive. It is generally defined as causing general outrage or indignation.

e A word is obscene if marked by violations of accepted language inhibitions or
regarded as taboo in polite usage. This word “obscene” is generally defined as
something that is offensive or disgusting by accepted standards of morality or
decency; or offensive to the senses.

e A word or design is immoral when it is in conflict with generally or traditionally
held moral principles, and generally defined as not conforming to accepted
standard of morality.

While these guidelines may be based on generally acceptable principles, the difficulty arises in
their implementation. By leaving it up to Examiners’ own subjective views of what constitutes an
offensive mark, without the benefit of evidence provided by any person interested, there is far
too much room for inconsistency and resulting uncertainty. This leads to contradictory results,

opposed on grounds unrelated to paragraph 9(1)(j), and an attempt to rely on this provision for the first time upon

appeal was not considered by the Federal Court 4
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such as FAT BASTARD BURRITO (Application No. 1427840) being registered and LUCKY BASTARD
VODKA (Application No. 1520805) being abandoned.

Particularly against the backdrop of shifting social mores, these examples reinforce how
challenging it can be to apply subjective standards in determining whether a trademark is
offensive.

ISSUE 2

How have analogous provisions been interpreted in select common law jurisdictions?
United States

The corresponding statutory provision in the United States is Section 2(a) of the Lanham Act,’
which states:

No trademark by which the goods of the applicant may be distinguished from the
goods of others shall be refused registration on the principal register on account of
its nature unless it—

(a) Consists of or comprises immoral, deceptive, or scandalous matter; or matter
which may disparage or falsely suggest a connection with persons, living or dead,
institutions, beliefs, or national symbols, or bring them into contempt, or disrepute;

However, the Supreme Court of the United States decided in Matalv. Tam © that the
disparagement clause of Section 2(a) of the Lanham Act violated the Free Speech Clause in the
First Amendment of the United States Constitution.” The case began in 2011 when the United

515 U.5.C. §§1051-1141n
6582 U.S. 218 (2017)

7 “Congress shall make no law respecting an establishment of religion, or prohibiting the free exercise thereof; or
abridging the freedom of speech, or of the press; or the right of the people peaceably to assemble, and to petition
the Government for a redress of grievances.”
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States Patent and Trademark Office raised an objection to the registration of the mark THE
SLANTS on the basis of Section 2(a), which prohibited the registration of marks which may
disparage people, institutions, beliefs or national symbols. The mark had been applied for by a
music group whose members were all Asian-American in an attempt to “reclaim” a phrase which
had been used to disparage people of Asian descent. The trademark applicant successfully argued
that the provision against disparagement was unconstitutional. Accordingly, the
“disparagement” bar was struck down in 2017, and two years later the “immoral or scandalous”
bar was struck down on the same grounds, in lancu v. Brunetti® dealing with the proposed
trademark FUCT.

United Kingdom

Subparagraph 3(3)(a) of the UK Trade Marks Act 1994 prohibits marks which are “contrary to
public policy or to accepted principles of morality”. A leading decision involves the trademark
FCUK.? The mark had been applied for by French Connection Ltd. who had previously been
carrying on business under the name French Connection UK. They succeeded in registering the
mark in the UK. The registration was subsequently challenged by a member of the public on the
basis that the mark was offensive. The registration was nonetheless upheld. The hearing officer
noted in part that FCUK was not a swear word, and it was not right to consider the mark
objectionable simply because it was capable of being seen as something it was not.

The hearing officer set out several principles regarding the applicability of the statutory provision.
The following are particularly relevant for our purposes:

1. Whether a mark contravenes the statutory provision depends on the intrinsic qualities of
the mark itself and not on circumstances relating to the conduct of the applicant.

2. Registration should be refused only where justified by a pressing social need and must be
proportionate to the legitimate aim pursued. Any doubt should be resolved in favour of
the right to freedom of expression.

8588 U.S. 388 (2019)

% In the Matter of Registered Trade Mark No. 2184549 in the name of French Connection Limited, 0-137-06 (May
17, 2006)
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3. An objective standard should be applied. The personal views of the examiner are
irrelevant.

4. The legality of the use of the mark is a relevant factor to consider.

5. There must be a generally accepted moral principle which would be contravened by the
use of the mark in question. Such use must justifiably cause outrage, or be the subject of
justifiable censure, among an identifiable section of the public as being likely significantly
to undermine current religious, family or social values. Mere offence in the sense that
some would find a mark distasteful is insufficient.

Australia

Section 42 of the Australian Trade Mark Act (1995) prohibits registration if the mark “contains or
consists of scandalous matter” or “its use would be contrary to law”.

Learned commentary on the current state of the law in Australia suggests that the assessment
parameters take a middle-ground approach which is not as permissive as in the US, nor as
conservative as in the UK. “Scandalous” appears to require that the proposed mark’s use would
cause wide-spread, genuine public outrage. “Contrary to law” means that use of the mark would
be a violation of Australian law, not that it could be so. The commentators state that the
examiners concentrate on an assessment of distinctiveness and likelihood of public confusion
rather than concepts of morality.

New Zealand

Paragraph 17(1)(b) of the New Zealand Trade Marks Act 2002 bars registration of a mark with
any matter if its use would be “contrary to New Zealand law or would otherwise be disentitled
to protection in any New Zealand court”.

Paragraph 17 (1)(c) bars registration of a mark with any matter “if the Commissioner considers
that the use or registration of that matter would be likely to offend a significant section of the
community”.
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The learned commentators say that the examiners are not supposed to reject a mark merely for
its being in poor taste, but rather that a significant part of the community is likely to feel that use
would undermine current religious, family and social values. Hence, similar to the situation in
Canada, an examiner is tasked with applying their assessment of whether a significant group
would feel offended by use of a mark.

ISSUE 3

What are the Committee’s preliminary comments and recommendations?

» A statutory prohibition against offensive marks does not fit well within Section 9 of the
Trademarks Act

The purpose of Section 9 is to list specific types of marks that are prohibited from being adopted
by a business. Given the breadth of the list, the prohibitions concerning certain restrictions have
been strictly construed in circumstances other than those dealing with offensive marks.1°

With the exception of paragraph 9(1)(j), Section 9 is a closed list. The test for a mark other than
an offensive mark is whether it resembles one of the marks on this closed list. Hence, an examiner
must simply consider whether a proposed mark so nearly resembles as to be mistaken for the
Canadian flag, the Royal Arms, the Red Cross, an official mark, etc. In all cases, this evaluation will
be conducted using criteria that are similar to those relied upon in evaluation a likelihood of
confusion under Section 6 of the Trademarks Act.

Difficulties arise when subjective moral judgments are required to be applied to what is
otherwise a closed list. Thus, the Committee believes that any provision dealing with offensive
marks does not belong within Section 9 of the Trademarks Act.

0 Fox on Canadian Law of Trade-marks and Unfair Competition, 4" Edition, §5.48
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» The current provision against offensive marks is potentially vulnerable to a challenge
pursuant to the Canadian Charter of Rights and Freedoms

In Canada, jurisprudence involving paragraph 9(1)(j) of the Trademarks Act is not only very
limited, but in some cases has pre-dated the freedom of expression provision in the Charter of
Rights and Freedoms (Charter).*!

An analogous example which could serve to predict how courts in Canada could rule on a similar
SLANTS-type challenge to paragraph 9(1)(j) is the Supreme Court of Canada’s decision in RJR-
MacDonald Inc. v. Canada (Attorney General)*? in 1995. The Court considered whether limiting
the use of trademarks used on tobacco products on goods other than tobacco products violated
the right to freedom of expression, and found that it did. Such an impairment of the right to
freedom of expression can still be justified under Section 1 of the Charter if the law is:

¢ Rationally connected to a substantial and pressing objective;
e Tailored to minimally impair the right being infringed; and
e The benefits must outweigh the harm of the infringement.3

It is difficult to see how paragraph 9(1)(j) of the Trademarks Act is narrowly tailored, or that the
benefits outweigh the harm of the infringement on expression. This provision is therefore
potentially vulnerable to a Charter challenge.

» Any provision relating to offensive marks ought to be much narrower

After the RJR-MacDonald case,'* Parliament passed the Tobacco Act,*® which included some

11 “Everyone has the following fundamental freedoms: ... b) freedom of thought, belief, opinion and expression, ...”
1211995] 3 SCR 199

13 R. v. Oakes, [1986] 1 SCR 103

14 Supra note 12

15 Now the Tobacco and Vaping Products Act, S.C. 1997, c. 13
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prohibitions on advertising that were drafted more narrowly. It is therefore possible that a
prohibition on scandalous, obscene or immoral trademarks could be drafted more narrowly
in order to avoid a Charter challenge, and to allow for ease of implementation.

One approach would be to restrict the adoption of offensive marks to goods/services directed to
children, similar to current provisions in the Tobacco and Vaping Products Act and the Cannabis
Act.*® This would achieve a public policy objective of shielding minors from offensive marks while
allowing the marketplace to decide if consumer purchasing power should be used to support
products or services that are being sold/marketed in association with offensive marks.

Another potential approach would be to incorporate by reference other statutory provisions. For
example, what constitutes an offensive mark could be determined by reference to provisions in
the Criminal Code'’ pertaining to hate speech.

» Any provision relating to offensive marks could be restricted to a ground of opposition or
basis for invalidity

Given that the current subjective standards of examination are problematic, another potential
solution would be to restrict the applicability of any provision dealing with offensive marks to
situations where a decision maker has the benefit of being able to review evidence. Such
evidence would be filed by an applicant or an opponent in an opposition proceeding, or could be
considered as a ground of invalidity in a Federal Court proceeding seeking to expunge an issued
registration under Section 57 of the Trademarks Act.

» Consideration could be given to a statutory provision which would allow for the protection
of indigenous rights as a variation on the notion of what constitutes an offensive mark

Finally, consideration could be given to a statutory provision which allows for marks to be
opposed or invalidated on the basis that they constitute an unauthorized use of traditional
knowledge or traditional cultural expressions. This is a variation on the concept of offensive

165.C. 2018, c. 16

7 R.S.C. 1985, c. C-46
10
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marks which would provide indigenous groups easier access to enforcement mechanisms under
the Trademarks Act.

11
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CONCLUSION

Thank you again for the opportunity to comment on paragraph 9(1)(j) of the Trademarks Act, R.S.C.
1985, c. T-13

If we may be of further assistance, please do not hesitate to contact our CEO Adam Kingsley
(akingsley@ipic.ca).

12
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APPENDIX A
Excerpt from Trademarks Examination Manual

Paragraph 9(1)(j) of the Trademarks Act prohibits the adoption of any trademark consisting of, or
so nearly resembling as to be likely to be mistaken for, any scandalous, obscene or immoral word
or device.

In examining a trademark in respect of paragraph 9(1)(j) examiners may be guided by the
following:

e Ascandalous word or design is one which is offensive to the public or individual sense of
propriety or morality, or is a slur on nationality and is generally regarded as offensive. It
is generally defined as causing general outrage or indignation.

e A word is obscene if marked by violations of accepted language inhibitions or regarded
as taboo in polite usage. This word “obscene” is generally defined as something that is
offensive or disgusting by accepted standards of morality or decency; or offensive to the
senses.

e A word or design is immoral when it is in conflict with generally or traditionally held
moral principles, and generally defined as not conforming to accepted standard of
morality.

In order to determine if a trademark is scandalous, obscene or immoral, examiners must
determine whether the trademark would offend the feelings or sensibilities of a not insignificant
segment of the public.

In La Marquise Footwear Inc. Re. (1946), 64 R.P.C. 27, Mr. Justice Evershed overruled the
Registrar's decision to refuse to register the non-invented word OOMPHIES for shoes on the
admitted ground that “oomph” was American slang for sex appeal. Evershed J., while overruling
the Registrar, made it quite clear that he had no disagreement with the principles upon which
the Registrar acted, stating at page 30:

13
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I must wholeheartedly accept the proposition that it is the duty of the Registrar (and
it is my hope that he will always fearlessly exercise it) to consider not merely the
general taste of the time, but also the susceptibilities of persons, by no means few in
number, who still may be regarded as old fashioned and, if he is of the opinion that
the feelings or susceptibilities of such people will be offended, he will properly
consider refusal of the registration.

Additionally, Miss Universe, Inc. v. Bohna (1991), 36 C.P.R. (3d) 76 (T.M.0.B.) [affirmed (1992) 43
C.P.R. (3d) 462 (F.C), and reversed for confusion (1994), 58 C.P.R. (3d) 381 (F.C.A)] states at 82 of
the decision:

| must say that at present we live in what is commonly called a “permissive age”
where previously accepted moral standards are undergoing change. The difficulty is
to determine what are the acceptable standards today and what would still be
considered immoral, scandalous, or obscene by some people by no means few in
number.

Although it does not specifically say “not insignificant”, the wording “by no means few in
number” connotes the same idea.

In another case, the refusal to register a trademark was based on the argument that the
trademark would offend people's religious sensibilities. In Hallelujah Trade Mark [1976] R.P.C.
605, the word HALLELUJAH was refused registration in respect of articles of clothing for women
on the grounds that the word had an overwhelming religious significance and, as applied to the
goods, would offend accepted mores of the time. As such, the Office is of the view that
trademarks containing any religious references are generally not considered to be proper subject
matter for obtaining a trademark registration.

A trademark consisting of the representation of a topless dancer combined with a second
representation of the torso of a topless dancer was found contrary to paragraph 9(1)(j) and was
refused by the Registrar pursuant to paragraph 12(1)(e) (see application No. 409,882).

14
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