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DRAFTING & PROSECUTION

EXERCISE # 20 - DRAFTING

SURFBOARD

Claim 1:

A surfing apparatus comprising:


A surfboard having a nose, a tail, a top surface, a bottom surface, a first edge and a second edge;



First, second and third fins having a substantially similar shape attached to the bottom surface of said surfboard near the tail of said surfboard; 

Said first and said second fins situated a substantially equal distance from the nose of said surfboard and further situated a substantially equal distance from a center line of said surfboard near said first edge and said second edge respectively; 

Said third fin situated approximately on the centre line of said bottom surface of said surfboard and a leading edge of said third fin being situated rearward of a trailing edge of said first and second fins to form an arrangement of fins substantially equal to that of an equilateral triangle when measured from the rearward point of said fins.

Discussion:

The main teachable behind this question is that there is no single right answer and that there will likely be trade-offs in terms of coverage (for a single claim set).  Also, there is some ambiguity in the question (e.g. whether a keel (on the Bonzer) or finlet (twin fin) are fins; and how close or far the thruster’s trailing fin can be from the front fins and still realize the performance benefits over the prior art).

Specifically, the agent should recognize that simply claiming a “three fin” surf-board on its own won’t likely suffice.  While it is probably worth a try to get an independent claim with just three fins, arguing that the Bonzer “keel” or the twin-fin “finlet” are not “fins” as the term is understood in the art, that would likely be an uphill battle given the patent office employs the broadest reasonable construction during prosecution.  

One possible limitation to overcome the Bonzer / finlet art would be noting that the fins are approximately equal in size.  While this would be fine for the shortboard market, one would effectively give up on covering longboards with such a claim (where the trailing fin is typically larger).  

Alternatively, one could add in some geometric limitations, for example the pattern of the fins having being roughly that of “equilateral” triangle or by using ranges.   Before doing so, however, the agent should discuss with the inventor whether any of these limitations would lead to an easy design around (e.g. an isosceles pattern… if one claimed an equilateral pattern) of what the range of dimensions would still realize the performance benefits of the thruster compared to the prior art (i.e. how close / far can the rear fin be from the front fins).
Note, given the inventor explained his invention as a third fin set back from the first two, it is important to include this limitation in the main claim even though not necessarily inventive over the twin-fin with finlet or Bonzer in its own right.  This is because, from a physics standpoint, the size of the fins does not alone realize the beneficial aspects of the thruster (sharp turning / hold), but it is also the “arrangement” of the fins that matters.  For example, the benefits of the thruster would not be realized if the rear fin was placed ahead of, or between, the front fins.  In addition a three fin claim on its own would be susceptible to obviousness attacks based on earlier multi-fin surf boards (e.g. the twin-fin) that provided no traction / stability benefit comparable to the thruster arrangement.  Similarly, simply claiming more than three fins could also result in the beneficial aspects of the invention not being realized by the claimed invention (e.g.  a four fin arrangement (modeled on the twin-fin set up) is known to be “looser” than the thruster).  

In practice an agent should try to claim the concept in the variety of ways discussed above, via divisionals / continuations as the case may be; subject to the client’s budget of course.  Note, however, one has to balance the benefits of multiple independent claims against the risk of a narrowing amendment having to be made on a later application that could taint an earlier patent.  

Finally, it is important to recognize that the invention needs to be claimed in the context of how the fins are attached / arranged on a surfboard, as fins alone are prior art (with the possible exception of the half flat / half rounded rear fins, which could be commercially significant as replacement fins is a substantial market in its own right).

Dependent Claims:
· Fins of substantially the same size

· Fins ~4.5 inches in depth

· First and second fin angled towards nose

· First and second fins flat foiled on inside surfaces

· First and second fins ~11 inches from rear

· Third fin approximately ~3 inches from rear

· Board with wide squared off tail
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