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IPIC PATENT AGENT TRAINING COURSE 

DRAFTING & PROSECUTION 

EXERCISE # 14 - PROSECUTION 

 

Enclosed you will find: 

1. An Office Action issued by the Canadian Intellectual Property Office; 

2. A patent application number 2,xxx,930, entitled  EXERCISE WEIGHT FOR ICE 
SKATES; and 

3. Copies of the cited references. 

Prepare a draft response to the Office Action including: 

(a) A set of claims; 

(b) Discussion of the applicability of the cited references and arguments in 
favour of the patentability of the set of claims you are submitting in response to the 
Office Action; and 

(c) Specific responses to each of the other issues raised in the Office Action. 

NOTE:  When reporting this Office Action to your client, you specifically 

adverted to the possibility of incorporating the allowed subject matter into the 
broadest claims.  Your client has instructed you to prepare a response without so 
doing.  However, your client has also requested that you prepare an alternative set 

of claims in which the allowable subject matter is incorporated into the broadest 
claims, in order to be able to consider them for scope in the event that future art is 

raised against this application. 
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Copy of the Office Action 

              

Application No. : 2,xxx,930 

Applicant  : I.M. Fast 

Title   : Exercise Weight for Ice Skates 

Application No.  : 2,xxx,930 

Owner   : I.M. FAST 
Title    : EXERCISE WEIGHT FOR ICE SKATES 

Classification  : A47B 97/04 
Your File No.  : 12345-4321 
Examiner   : X.M. Iner 

              

YOU ARE HEREBY NOTIFIED OF: 

● A REQUISITION BY THE EXAMINER IN ACCORDANCE WITH SUBSECTION 
30(2) OF THE PATENT RULES; 

● A REQUISITION BY THE EXAMINER IN ACCORDANCE WITH SECTION 29 OF 

THE PATENT RULES. 
IN ORDER TO AVOID MULTIPLE ABANDONMENTS UNDER PARAGRAPH 73(1)(A) 

OF THE PATENT ACT, A WRITTEN REPLY TO EACH REQUISITION MUST BE 
RECEIVED WITHIN 6 MONTHS AFTER THE ABOVE DATE. 

This application has been examined as filed. 

The number of claims in this application is 15. 

A search of the prior art has revealed the following: 

References applied: 

United States Patent 

3,870,328 3/1975 A47B 97/04 Gemmel et al. 

6,105,975 8/2000 A47B 97/05 Shum  

Anticipation 
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Claims 1-4 and 9-14 do not comply with paragraph 28.2(1)(b) of the Patent Act.  
Gemmel et al. disclosed the claimed subject matter before the claim date. 

Gemmel et al., in Figures 1-4, disclose an exercise weight for a skate.  The skate 
comprises a boot (1), an elongated blade holder (14) having spaced posts (12).  

The blade holder is secured to an underside of the boot, and a runner (15) is 
secured to the blade holder.  The weight comprises a pair of similar elongated 
weight pieces (17) configured to be cooperatively releasably attached to the blade 

holder in a manner such that the weight pieces mateably conform to and engage 
with opposed side portions of the spaced posts below the boot and above the 

runner. 

Regarding claim 2, Gemmel et al. disclose that the weight pieces, when in position 
attached to the blade holder, extend the length (not the entire length) of the runner 

below the boot. 

Regarding claim 3, Gemmel et al. disclose that the inner surfaces of the weight 

pieces, which are mirror images of each other, are provided with confronting faces 
and depressions formed to mate with and receive portions of the blade holder. 

Regarding claim 4, Gemmel et al. disclose locking means (26) for releasably 

attaching one weight piece of the pair to the other weight piece of the pair. 

Regarding claim 9, Gemmel et al. disclose that the locking means comprises at 

least one two-part clasp, each part of the at least one two-part clasp being 
disposed on a respective inner surface of each weight piece of the pair in general 

alignment with at least one opening defined between the spaced posts of the blade 
holder and the boot. 

Regarding claim 10, Gemmel et al.disclose the two-part clasp is one of a sheep 

button. 

Regarding claim 11, Gemmel et al. disclose that each weight piece of the pair has a 

streamlined outer surface. 

Regarding claim 12, Gemmel et al. disclose that each weight piece has substantially 
even weight distribution along the length of the weight piece. 

Regarding claim 13, Gemmel et al. in Figures 1-4, disclose a skate with a releasably 
attachable training weight.  The skate comprises a boot (10), an elongated blade 

holder (14) having spaced posts (12).  The blade holder is secured to an underside 
of the boot.  Gemmel et al. also disclose a runner (15) secured to the blade holder 
and a pair of similar elongated weight pieces (17) configured to be cooperatively 

releasably attached to the holder in a manner such that the weight pieces mateably 
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conform to and engage with opposed side portions of the spaced posts below the 
boot and above the runner. 

Regarding claim 14, Gemmel et al. disclose the fastener is one of a snap button. 

Claims 1, 3-4 and 9-13 do not comply with paragraph 28.2(1)(b) of the Patent Act.  

Shum disclosed the claimed subject matter before the claim date. 

Shum, in Figures 1C and 6, discloses an ice skate having a bumper, which can be 
considered a weight for a skate.  The skate comprises a boot (12), an elongated 

blade holder (40) having spaced posts.  The blade holder is secured to an underside 
of the boot, and a runner (14) is secured to the blade holder.  The weight 

comprises a pair of similar elongated weight pieces (92, 93) configured to be 
cooperatively releasably attached to the blade holder in a manner such that the 
weight pieces mateably conform to and engage with opposed side portions of the 

spaced posts below the boot and above the runner. 

Regarding claim 3, Shum discloses that the inner surfaces of the weight pieces, 

which are mirror images of each other, are provided with confronting faces and 
depressions formed to mate with and receive portions of the blade holder. 

Regarding claim 4, Shum discloses locking means (39) for releasably attaching one 

weight piece of the pair to the other weight piece of the pair. 

Regarding claim 9, Shum discloses that the locking means comprises at least one 

two-part clasp (39), each part of the at least one two-part clasp being disposed on 
a respective inner surface of each weight piece of the pair in general alignment with 

at least one opening defined between the spaced posts of the blade holder and the 
boot. 

Regarding claims 10 and 14, Shum discloses a two-part clasp, which is one of a 

snap button and a Velcro™ fastener. 

Regarding claim 11, Shum discloses that each weight piece of the pair has a 

streamlined outer surface. 

Regarding claim 12, Shum discloses that the weight piece has a substantially even 
weight distribution along the length of weight piece. 

Allowable Subject Matter 

Claims 5-8 are objected to as being dependent upon a rejected base claim, but 

would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 
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Other Rejections/Objections 

Claims 8, 10 and 14 are rejected as being indefinite for failing to particularly point 

out and distinctly claim the subject matter which applicant regards as the invention.  
The identified claims recite a term “Velcro”, which is a trade-mark. 

Claims 3, 4, 11 and 12 are rejected under Subsection 87(1) of the Patent Rules.  A 
claim must refer by number to a preceding claim or claims. 

Claim 15 is rejected as being an omnibus claim. Applicant is required to delete 

claim 15. 

The disclosure is objected to because of the following informalities: 

A statement in an application, such as found on page 1, line 15, which incorporates 
by reference any other document, does not comply with subsection 81(1) of the 
Patent Rules. 

In view of the foregoing defects, the applicant is requisitioned, under subsection 
3092) of the Patent Rules, to amend the application in order to comply with the 

Patent Act and the Patent Rules or to provide arguments as to why the application 
does comply. 

Section 29 of the Patent Rules requisition 

Under section 29 of the Patent Rules, the applicant is requisitioned to provide: 

● identification of any prior art cited in respect of the European Patent office 

application describing the same invention on behalf of the applicant or on behalf of 
any other person claiming under an inventor named in the present application, and 

the patent number, if granted, under paragraph 29(1)(a) of the Patent Rules. 

To satisfy this requisition, applicant should provide all the preceding information or 
documents, or provide in accordance with subsection 29(3) of the Patent Rules a 

statement of reasons why any information or document is not available or known. 

X.M. Iner 

Patent Examiner 
819-555-1212 
 


















































