Exercise # 14 – 2019 – Sample Answer


IPIC PATENT AGENT TRAINING COURSE

DRAFTING & PROSECUTION

EXERCISE # 14 - PROSECUTION
EXERCISE WEIGHT FOR ICE SKATES
I enclose herewith a marked-up copy of your response with my specific comments, together with a draft response, which was prepared in this case when pending before CIPO.  I have also enclosed a copy of proposed claims that incorporate the subject matter of former claims 5 through 8, which was a “back up” strategy part of the question. 

You will note in the response, a number of things.  First, it is important to carefully review the application when filing a response, especially if you were not involved in drafting it, to ensure that corrections be made, for example, we have in the claim set, made claims multiply dependent where appropriate.  Moreover, the application, which I did not draft, is somewhat deficient in that it routinely uses the words “invention”.  In my practice, I would never do so, and find oftentimes that the use of the term “disclosure” or “embodiments” can be substituted.  In some instances, I might choose to amend the disclosure to make these changes so they do not appear in the patent when ultimately issued, although in my view the damage is already done by having them in the application as already filed.  You will also note that I independently deleted claim 14 as it was redundant (repetitive).  This type of the checking should be performed at all the stages during prosecution. 

Second, you will note that we have made amendments to the summary of the invention and to the consistory clauses to make sure that they remain at all times consistent in scope with the broadest independent claims.  In Canada, as well as in many other jurisdictions, this should be done routinely and consistently throughout the prosecution. 
The format of the response itself generally follows a header section which identifies changes to the claims, disclosure, and optionally drawings, abstract and title.  

In Canada, we generally work by replacement pages, although the Patent Rules provide that in some cases hand mark-ups can be made by striking out text that should be deleted and underlining text that should be introduced.  In my practice, I generally provide both a clear copy of the changes together with a marked-up copy so that the Examiner will be aware of the changes and will be easier for the Examiner to identify and review changes. I usually make it clear that the marked-up copy is “informal” and is meant to assist the Examiner. If both are not provided, you should only provide a clean copy.  However, for the purposes of this exercise, I have provided only a marked-up copy so that you can see the changes clearly. 

Other than that, it is a simple matter of responding to each and every one of the requisitions set out in the Examiner’s Report.  You should make a good faith response to each one, especially having regard to the recent jurisprudence in Lundbeck and other cases which provide that there may be a deemed abandonment with possible repercussions regard to the validity of the patent when it is litigated, if it shown that a good faith response is not made to each one of the requisitions.  

You should also draw to the Examiner’s attention any voluntary changes to the claims that you are making. 

The same goes for the Rule 29 Requisition.  In the exam, it is not necessary that you have the information provided and the specific answer that you provide is not as important as the fact that you are providing a good faith response.  

I am a firm believer in boilerplate (do not use this term in the exam!) in responses, to ensure that all of the various incidental clauses that need to be introduced, in light of developing jurisprudence, are always present in my response.  I find it appropriate to maintain a copy of the most recent form of the boilerplate, and to dictate from that religiously for every response.  You will see boilerplate in the form of the introductory paragraph before I deal with the Examiner’s objections, and in the heading under “Conclusion”.  Some of the aspects of this boilerplate that are of interest are the comment in the first conclusory paragraphs that no new matter has been entered during the process, and the request for reconsideration and allowance of the application.  

The second paragraph is required, in light of jurisprudence which requires that a specific request for reinstatement take place.  The next set of paragraphs deals with the Lundbeck case, and makes clear that we are not discussing any prior art other than the prior art which is specifically referenced in the Examiner’s Report to which you are responding.  

Good luck with your exams, and I hope that this exercise has been useful to you. 

If you have specific questions about general feedback on this paper or specific comments on your response, please let me know. I will be scheduling a time for a conference call to discuss any questions that you may have. 

Best regards, best of luck, 

Ilya Kalnish
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RESPONSE TO EXAMINER’S REPORT

Dear Sir/Madam:

This is in response to the Examiner's Report dated September 1, 2010. Please amend the above-identified application as follows:

IN THE DESCRIPTION


Please replace description pages 1 and 2 currently on file with amended description pages 1 and 2 submitted concurrently herewith. 

IN THE CLAIMS


Please replace claim pages 5 and 6 comprising claims 1 through 15 currently on file with amended claim pages 5 and 6 comprising claims 1 through 12 submitted concurrently herewith. 

R E M A R K S
Claim 1, and former claims 7, 9 and 13 have been amended.  Former claims 2, 14 and 15 have been cancelled.  There are presently claims 1 through 12 currently pending in this application.  

Applicant gratefully acknowledges the thorough examination to date and has made an effort to fully respond to all of the issues raised by the Examiner.  Applicant has taken care and believes that no new matter has been introduced by way of this response.  Reconsideration of the application in view of the above amendments and following remarks is respectfully requested.

The Examiner has rejected claim 1 and former claims 2 – 4 and 9 – 14 as being anticipated by Gemmel et al. (US Patent No. 3,870,328).  Applicant respectfully disagrees.

As recognized by the Examiner, at page 2 of the Action, Gemmel et al. disclose weight pieces that extend the length but not the entire length of the runner below the boot.  In the background to the invention, the Gemmel et al. patent is discussed and is indicated as having the weight being “relatively small, thus localizing the weight in the central portion of the skate”.  

Applicant has incorporated the subject matter of former claim 2 into claim 1, and made clear that the weight pieces, when in position attached to the blade holder, extend substantially the entire length of the runner below the boot.  Applicant has made a corresponding change to former independent claim 13 and corrected a typographical error therein.  Accordingly, Applicant respectfully submits that amended claims 1 and 12 (former claim 13) submitted concurrently herewith have been distinguished from the cited reference, so the Examiner’s rejection has been overcome.

Regarding former claims 2 and 14, these claims have been cancelled so that the Examiner’s rejection is rendered moot.  

Regarding the objections to former claims 3 – 4 and 9 – 12, Applicant notes that these claims are dependent directly or indirectly from a now-allowable base claim.  For at least this reason, Applicant respectfully submits that the Examiner’s rejection has been traversed.

The Examiner has reject claim 1, and former claims 3 – 4 and 9 – 13 as being anticipated by Shum (US Patent No. 6,105,975).  Applicant respectfully disagrees.

The Examiner contends that Shum, in Figures 1c and 6, disclose a bumper 90, which can be considered a weight for a skate.  As can be better seen from Figure 1c, the bumper portions do not surround the poles of the blade holder, but are rather contained there within.  

In particular, this can be seen at column 5 lines 48 through 51, which provides the bumper 90 extends along blade 14 and is secure in between sideways 22, 23 of support mounts 30,40 within channel 28 [emphasis added].

Accordingly, Applicant respectfully submits that amended claims 1 and 12 (former claim 13), submitted concurrently herewith, contain elements which are not taught or disclosed by the Shum reference, so that the Examiner’s rejection has been overcome.

The Examiner has objected to former claims 5 – 8 as being dependent upon a rejected base claim, but would be allowable if rewritten in an independent form including all of the limitations of the base claim and any interveneing claim.  

Applicant respectfully submits that these claims are dependent directly or indirectly from a now-allowable base claim, and Applicant respectfully requests that the Examiner remove his objections to these claims. 

The Examiner has objected to former claims 8, 10 and 14 as being indefinite for failing to particularly point out and distinctly claim the subject matter which Applicant regards as the invention.  Applicant has amended former claims 8 and 10 to remove the reference to the term “VelcroTM”, and replace it with the more generic description, of a hook and loop fastener.  Applicant has cancelled former claim 14, so that the Examiner’s objection has been overcome. 

The Examiner has objected to former claims 3, 4, 11 and 12 pursuant to subsection 87(1) of the Patent Rules.  Applicant has amended these claims to refer to a preceding claim by number, so that the Examiner’s objection has been overcome.  

The Examiner has objected to former claim 15 as being an omnibus claim.  Applicant has cancelled former claim 15, so that the Examiner’s objection has been overcome.  

The Examiner has objected to the disclosure on the basis of the existence at page one, line 15, of a statement which incorporates by reference any other document.  Applicant has amended the disclosure to remove the incorporation by reference, so that the Examiner’s objection has been overcome.  

In addition, Applicant has cancelled former claim 14 as this claim is coterminous with the scope of former claim 7 from which it depends.

Applicant has also amended the Summary of the Invention at page 2 of the disclosure, to incorporate consistory clauses commensurate with the scope of the broadest independent claims as submitted concurrently herewith.   

Finally, the Examiner has requested the identification of any prior art cited in respect of the European Patent Office application describing the same invention on behalf of the Applicant or on behalf of any other person claiming under an inventor named in the present application, and the patent number if granted.  

Applicant advises that there is no corresponding EPO patent application.  

CONCLUSION

Applicant respectfully submits that all of the outstanding objections have been overcome by way of amendment or argument. Applicant believes that no new matter has been entered during this process. Applicant respectfully submits that all of the claims presently standing in the application are patentably distinguished from all the references of record either taken alone or in any combination. Accordingly, reconsideration and allowance of this application is respectfully solicited.

Applicant’s remarks in the present submission concerning any prior art are limited to the documents cited by the Examiner and the Examiner’s objections in the most recent Office Action. Applicant makes no admissions or representations regarding the prior art, the claimed invention or its patentability except for that provided explicitly in Applicant’s remarks in the present submission. In particular, Applicant makes no admissions or representations regarding documents which are before the Examiner but not cited by the Examiner in the most recent Office Action, nor aspects of the prior art cited by the Examiner which are not referred to in the Examiner’s objections or Applicant’s remarks.

Applicant’s remarks regarding the prior art, the claimed invention and its patentability are based on Applicant’s current understanding of the documents cited by the Examiner and the Examiner’s objections in the most recent Office Action.

We submit that this application is in good standing.  If, however, any action is required to be taken to maintain or to put this application in good standing, we request reinstatement of the application, an extension of time or that any other necessary action be taken and any related fee be charged to our Deposit Account No. XXXXXX.

Should the Examiner believe, however, that additional amendments to the claims may be required to secure allowance of this application, he is invited to telephone the undersigned at the below-noted number to facilitate further prosecution of this application.  

Yours very truly,

I. M. FAST
     

By:
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RIDOUT & MAYBEE LLP




Agents for the Applicant

February 26, 2020
Ottawa, Ontario, Canada 

(For personal contact, please call Dennis S. K. Leung at Direct Dial No. (555) 555-5555)


