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This is a difficult exercise, particularly if it were to be presented in the Patent Agent 

Exam. The prosecution exam is typically set and marked by CIPO Examiners. Candidates 

should try to avoid responding in a manner that takes the position that the Examiner is wrong. 

Generally, one should look carefully for information in the exam materials to support an 

amendment that will avoid the objections. However, as will be outlined below, the present fact 

situation does not offer much opportunity to respond in a way that does not require a challenge to 

the Examiner's opinion concerning obviousness of the previously claimed subject matter. 

After reading the materials, one may wonder why the Examiner did not raise a novelty 

objection to the first claim based on Johnston. Claim 1 encompasses injection of liquids and 

col.l, lines 6-12 of Johnston refers to introduction of dosages of liquid medicament into "the 

stalk or other surface of a plant". 

You may be interested to know that Simmons is a U.S. patent attorney. His patent might 

have been pursued as being a humorous "vanity" publication. Unfortunately for this Applicant, 

Simmons was quite thorough in describing his experiments firing shotguns at trees. 

This appears to be a situation where the Applicant was confident that use of needleless 

injectors on plants was novel. Little thought seems to have been given during the drafting 

process to the possibility that prior art may be discovered which negates the novelty of this 

concept. There is very little in the way of descriptive support and examples for a "fall-back" 

position. 

I would have preferred to see more descriptive support regarding "controlled release", as 

well as a range of suitable viscosities and an actual example of particle delivery. I would also be 

curious to know whether the invention will work with only solid particles or whether particles 

must be dispersed in a fluid media. 

Not only would further description provide support for amended claims, it may also have 

allowed an argument based on unpredictability. It is difficult to argue that one would not know 

from the prior art whether an invention will work if there are no examples showing that it does. 
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